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TRADEMARKS  AND  UNFAIR  COMPETITION 


Fall  1997 

Professor  Rosemary  Coombe 

Week  One:  September  9,  1997 

Introduction,  Evaluation,  and  the  Policy  Framework 

Gordon  Henderson,  “An  Overview  of  Intellectual  Property'"  (1993) .  1 

William  Hayhurst,  “What  is  a  Trade-mark?  The  Development  of  Trade-mark  Law” 

(1993)  .  7 

Keith  Aoki,  “Authors,  Inventors  and  Trademark  Owners:  Private  Intellectual  Property  and 
the  Public  Domain,  Part  II”  (1994) .  14 

Week  Two:  September  16,  1997 

Common  Law  Marks:  The  Action  for  Passing  Off 

Thomas  BuB,  “The  Distinction  Between  the  Common  Law  Remedy  in  Actions  of  Passing 
Off  and  the  Statutory  Protection  of  Registered  Marks”!  1 996) .  29 

Scott  Joliffe,  “The  Common  Law  Doctrine  of  Passing  Off'  (1993) .  35 

Oxford  Pendaflex  Canada  Ltd,  v.  Korr  Marketing  Ltd. .  50 

Erven  Warnick  BY  v  J.  Townend  &  Sons  (Hull)  Ltd .  60 

Institut  National  des  Appellations  d'Origine  des  Vins  et  Eaux-de-Vie  v.  Andres  Wines 

Ltd. .  70 

Cadbury  Schweppes  Ptv  Ltd  v  Pub  Squash  Co  Ptv  Ltd .  72 

Consumers  Distributing  Co.  Ltd,  v.  Seiko  Time  Canada  Ltd. .  82 

Reckitt  and  Colman  Products  I  td  v  Borden  Inc  .  95 

Paramount  Pictures  Corp.  v.  Howley  et  al.  .  102 


Week  Three:  September  23,  1997 

Litigating  the  Passing  Off  Suit 

Reputation 

Orkin  Exterminating  Co.  Inc,  v.  Pestco  Co.  of  Canada  Ltd.  .  109 

Walt  Disney  Productions  v.  Triple  Five  Corp.  (Alta.  C.A.) .  124 

Common  Field  of  Activity 

McCulloch  v  L.A.  May  Ltd .  129 

Harrods  Ltd  v  Harrodian  School  Ltd .  132 

Visa  International  Service  Association  v.  Visa  Motel  Corporation  .  146 

Walt  Disney  Productions  v.  Fantasvland  Hotel  Inc. .  149 

Evidentiary  Questions 

Walt  Disney  Productions  v.  Triple  Five  Corp.  (Alta.  O.BT .  153 

Walt  Disney  Productions  v.  Triple  Five  Corp.  (F.C.A.) .  158 

Unitel  Communications  Inc,  v.  Bell  Canada  .  160 

J.  Guy  Potvin  and  Alain  M.  Leclerc,  “Survey  Evidence  -  A  Tool  of  Persuasion"  ( 1 992) .  .  169 

Ruth  M.  Corbin,  “Survey  Research  as  Expert  Evidence:  Its  Past  Successes,  Its  Future 

Trials"  (1995) .  178 


Week  Four:  September  30,  1997 

The  Registered  Trade-mark  System 

William  Hayhurst,  “What  is  a  Trade-mark?  The  Development  of  Trade-mark  Law" 
(1993)  . 

James  Kokonis,  “The  Scheme  of  the  Canadian  Trade-marks  Act”  (1993)  . . 

Lynda  Covello,  Flow  Chart  of  Canadian  Trade-marks  Act  (1991) . 

Selecting  a  Trade-mark 

Donna  White,  “The  Selection  of  a  Trade-mark"  and  “Clearing  a  Trade-mark”  ( 1 995)  .  .  . 
Choosing  a  Mark:  Meeting  Statutory  Criteria 

Section  12.  Trade-marks  Act . 

Clearly  Descriptive  or  Misdescriptive 

Deputy  A-G  Canada  v.  Biggs  Laboratories  (Canada)  Ltd. . 

Pepsi-Cola  Co.  of  Canada  v.  Coca-Cola  of  Canada . 

Home  Juice  Co.  v.  Orange  Maison  Ltee  . 

Great  Lakes  Hotels  Ltd,  v.  The  Nosherv  Ltd.  . 

Abercrombie  &  Fitch  Company  v.  Hunting  World,  Inc.  . 

S.C.  Johnson  &  Son,  Ltd,  v.  Marketing  International  Ltd.  . 

John  Labatt  Ltd,  v.  Molson  Cos.  Ltd. . 

Janet  Fuhrer.  “Evidence  Required  to  Obtain  and  to  Maintain  Certain  Trade-mark 
Registrations”  (1997) . 


195 

203 

212 

213 

222 

223 

224 

225 
2°9 
233 
236 
241 

243 


